the issue of whether the preamble :>f a claim should t e 
construed merely as a statement of intended use, or as a 
s:i:u:tural limitation. In Corning , the claim was directed to 
"an optical waveguide comprising" a cladding layer having a 
particular .-jomposition and a core having a particular 
comoos i tion and index -of refraction. The Court wrote, 

!I :jo litmus test can be given with respect to when tne 
introductory words of a claim, the preamble, constitute a 
y, t-aterr.ent of purpose for a device or are, on themselves, 
additional structural limitations of a claim. To say 
tnut a preamble is a limitation if it gives 'meaning to 
tne claim' may merely state the problem rather than lead 
one- to the answer. The effect preamble language should 
lie given can be resolved only on review of the entirety 
of the patent to gain an understanding of what the 
inventors actually invented ano intended to encompass by 
the claim. 1 ' 

The Court concluded that to read the claim to ccver oil types 
of cotical fibers would be "divorced from xeality," and that 
the claim preamble "does not merely state a purpose or 
mtenoeol use of the claimed invention." 

in the present case, it is clear from the entirety of the 
specification that the invention addresses the problem of 
curlmo causea by differential shrinkage in multi-layered 
belts when in use in papermakmg machines (see page .: , line 30 
- p a o o- : f n e zn , and 1 1 a t wiidi ^ i lc _ . i \ e x 1 1 j_ o - ..^^^ ■ ■ — - 

not a bolt per se, but rather an improvement in a left 
structure that becomes meaningful -only when the belt is a 
cimpouiouit of a papermaking machine. if the claims were 
direoted tv "a belt for use in a papermaking machine. . 
this -would be a statement of intended use. The belt could ke, 



1 1 V 



for example, a belt sooonecting a driving mot-:r to a ro^ie 
- -; : : a set or puiieya . 1 1 1 lihd - o o , - ^ ^ - - - — - * ■ ~ 



1 i OA 




1 - J 



o i t. re to J t 



are expressly directed to a ■•papermciej_iiy i.^^^^^/ 
further recite a "path in the machine wherein the paper 
is i ;l parallel, juxtaposed relation to a surface 
Under Coming , this language cannot be properly read out oi 
tne ::laims in order to find them unpatentable. 

The history of this case supports the Applicant's 
p: si-ion. In the parent case (Serial Numrer 0 3/3»56, 8/13) -, 
claims identic! to the present independent claims 3 and o 
w-ro refused cor.sideration because they were drawn to a non- 
eleocod invention. Th:se claims were found to be -drawn to a 
non-elected invention because they were drawn to a specit:c 
maonino, namely a papermakinj machine, whereas the 
i-.iairr.s, otherwise having nearly identical language 
directed a "paperma king belt. 11 Thus, m the parent case, 
the PTC' accorded structural weight to the very claim language 
wrict it now considers to have no weight. 

Even if tne above-quoted language from claims 3 and o is 
a o corded no weight, claims 5 ana 8, recite a structural 
cisiit ctiori, namely that the "rollers" have "cylindrical 



t ne r 
v; i- r e 



it 



surfaces over which the belt -ravels", an 



.1 "the belt has 
sne of which contacts t:he 



opposite parallel surfaces, 
cylindrical surfaces of the rollers over its entire width." 
r.« jhcwr. by i: a c h i n e r y ' s Handbook , 15th Ed. , 19 54, particularly 
:.:-.e diagram and table on pace 87 6, a V-belt engages a pulley 
-v.,,- v.-hich it travels by contact with the sloping sides of a 

- : v- ■ . i7(-. :j r r ne p U 1 - e y . I I c i t _l S v. a ; - 1-- ^ - — 1 - - - - ■ 

or, :>f the groove of the pulley, the bottom being the cnly 
:r,:irical part of the groove. Note the left-hand figure on 

that the belt thicknesses in column 2 of 



■-■7 6, and 



a ^ ^ ■_> 



tne table are always less than th^ depth D in the rig 
; lumr . 



n 1- — r, =i n ■;' 



*—[■(. i 



vr-.-f- ^moTiHmcirit and final C 1 ffioe action . 



" t' 1 s c 



,1 
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The new claims 15 and 16 further add another element or a 
pa P ermaking press, namely the "nip," and re,ite that the nip 

-imposed of a first element located in opposed 
r^tionship tc sard surface of the belt, ana a second element 
ir . opposed relationship to sard first el erne nr., the belt being 
movable between said elements, and said elements being 
sufficiently close to each other to apply pressure to a paper 
sheet cn sard belt." Again, even if the introductory language 
of claims 3 and 6 is accorded no weight, claims 15 and 1':- 
should still be found patentable because they recite structure 

not present in Mashimo. 

Trie side edges of power transmission belts, for exam:: le 
V-belts, are tapered in order to provide area contact with the 
slooing sides of a pulley groove, as depicted in Machinery's 
Handbook. There is no corresponding sloping area contact m a 
paper-making belt. Nor is there a curling problem ir. a b-t- 
t.yoe power transmission. Accordingly, there is nothing in 
Mashimo, or elsewhere in the art of record, that would have 
made rt obvious to form a tapered edge on a paper ma king belt. 

For the reasons set forth above, we respectfully submit 
that the subject matter of claims 3-8, 15 and 16 is neither- 
anticipated, nor shewn to have been obvious, by the art of 
record. Favorable reconsideration and allowance of these 
claims is requested. 



Respect i u It. - -D.t.j.L 
HOWSOtl u HOW SO':; 



By 



G^zqe'K.' >:rit;"h ; Jr. 

" * • _ ") '1 ,1 A -1 

r%e .\ . tj - ■ • - t ^ 4 ~ 

n -_ : w c 'ji i ot n _ * ■ - a ' 

3o>: 4 57 

Spring House, t/-. 1947/ 
Telephone: _-l- ^-i--' 
Fac simile: 115 5 4 J iz-rlo 





Enclosures: 

(a) Ccpy of currently pending claims, showing changes 



(b) Copies of Office action and amendment from 
parent application 09/366, 328 

(c) Copy of title page and page 87 6 from 
Machinery ' s Handbook 
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Copy of currently pending claims shoving changes made by the 
accompanying amendment 
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3. A paperrnaking machine having at least one belt 

^ r^h in t ma^nine wherein 
transportinq a paper sheet along a path in th- m,-. 

th , caper sheet is in parallel, juxtaposed relation to a 
surf — ,-f the belt, the belt comprising a base layer and a 
resin layer overlying or underlying the base layer when the 
pap^makrng belt is mounted on a paperrnaking machine, the 
resin laver having a middle part and opposite sioe edge parts, 
wh „ L „-, „ h „ -aickness of the opposite side edge parts zz the 
r ,s- laver is smaller than that of the middle Part there, f, 
whereby curling of side edges of the belt is prevented oy 

-. , i '.-nrrnr'i m between the osse 

suppressing differential thermal ^ntia^icn _ 

layer and the resin layer. 



3. A paperrnaking machine according to claim o, 

belt from the group consisting of snoe 



herein 



r re 3 s 



s a i o oe ± ^ - ci 
belts an.i transfer belts. 



A paperrnaking 
the par e rir.a king machine inclu 



machine according to claim 3, in which 

zyl indr ical 



des rollers having 

surfaces over which the belt travels, and in wni.h ^he tel 

■> r v,p. .-. f V ;b"i ch contacts the 

has cpposite parallel suifa^b, -no ~- — 

j_ t_ - - i i - v c r A t s ^ n 1 1 r e w i d t h . 

cylindrical surfaces 'jz the loll.r, over .ts 



A paperrnaking machirie having 



at least one belt for 



i t in:: a paper s 



;heet along a path in 



he rr.acmne v. 



therein 



-he o^oer sheet is m par 



rallei, juxtapose 



id relation t 



_ . . ~ - -. +- +- 

:-_ U 1 - -rl e ^ J- 



t h e belt, t h e belt c c rap r i 



IT—.-," 



inq a case .-ajyr 



having 



thin res in ^aycr 



o r i ie d r ) n o n e c f the 



r.pposite surraces, a 

the base layer and a thick resin layer formed 



surfaces or 



h p r c ■ i r 



1 1 



• Til 

iiit U ~A -i- 



v- cj v " 



the kase la 
ar,«-i ootnosite si 



yer, the thick 



r e s in i a \- 



ie edge parts 



wherein 



n 





- ,1 , 1_ J — 1 , -.. r— -i T~l 

or tn e 1 1 1 1 - ; i ■= o j. i ■ 



thickness of the opposite side edge parts 
lavsr is smaller thar. that :.f the middle part thereof, wnereby 
cu-lin* of side edges of the belt is prevented by suppressing 
differential thermal contraction between the base layer and 
the thick resin layer. 

7. A papermakmg machine according tc claim €, wherein 
said belt is a belt from the group consisting of shoe press 
belts an-:; transfer belts. 

8. A papermaking machine according to claim 6, ir. which 



o - 



ndrical 



the papern.aking machine includes rollers havin 
surfaces over which the beir travels, and in which the bel 
has opc-site parallel surfaces, one of which contacts the 
cylindrical surfaces of the rollers over its entire width. 



b !. new > 



A papermakmg machine according to claim 3, 
ccmorismg a nip, said nip being composed of a first element 
looarea in opposed relationship to said surface of the belt, 
and a second element in opposed relationship to said first 
element, the belt being movable between said elements, and 
said elements being sufficiently close to each other tc apply 
pressure to a paper sheet on said belt. 

-1 _ v . ■■ ^ ca oecmak: no laachin-r according tc claim c, 

-i . -r .. .-^ 4- ,-i ~ ; t_~ tt> ^ r~! t" 

comprising a n:p, sa±i m y ----p ■ 

W:ated in opposed relationship to said surface of the belt, 
f;nd * second element in opposed relationship to said first 
element, the belt being movable between said elements, and 
said elements being sufficiently close to each other tc appli 
pressure to a paper sheet on said telt. 
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DETAILED ACTION 



1 Newly submitted claims 5-10 are directed to an invention that is independent or distinct 
from the invention originally claimed for the following reasons: Claims 1-4 are drawn to a 

K 

product, while claims 5-10 are drawn to a machine using said product. In the instant case the 
product as claimed can be used in a different machine, such as a tread mill belt. 

Since applicant has received an action on the merits for the originally presented invention, 
this invention has been constructively elected by original presentation for prosecution on the 
merits. Accordingly, claims 5-10 are withdrawn from consideration as being directed to a non- 
elected invention. See37CFR 1.142(b) and MPEP § 821.03. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless — 

3. (b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1-4 are rejected under 35 U.S.C. 102(b) as being anticipated by either Stanhope or 
Kawashima et al as presented in the last office action, mailed August 9, 2000. 

4. Applicant's arguments filed November 13, 2000 have been fully considered but they are 
not persuasive. 

5. In response to applicant's argument that the instant belt is for use in a paper making 
machine for transporting paper, a recitation of the intended use of the claimed invention must 




Application/Control Number: 09/366,628 1 h 



Art Unit: 1772 



result in a structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is capable 
of performing the intended use, then it meets the claim. In a claim drawn to a process of making, 
the intended use must result in a manipulative difference as compared to the prior art. See In re 
Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 1963). 

The argument as to the curling function at the end of claims 1 and 2, along with 
specifically naming the belts in claims 3 and 4 does not change the overall structure thereof and 

add patentability to the instant claims. 

A claim drawn to a clear "process of using" may aid in distinguishing over the presently 

cited art, which is structurally the same as the instant claims. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 

policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 

i. ^ * ^ f,rroniv ^vnirp liwthm SIX MONTHS from the mailing date 
however, will the statutory penod tor reply expire iai„r uuli -^-n m- ■ 



of this final action. 
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CERTIFICATE OF MAILING 
UNDER 37 C.F.R. §1 .8(a)(1)(H) 
(PATENT) 

I certify that this paper is being deposited on the 
date showo below with the United States Postal 
Service, with sufficient postage, as first class mail 
and is addressed to "Assistant^Commissioner for 
Patents, Wash/f^to^, D< " ^" 

Signed 
Date: 




Sir : 



This is in response to the Official action of August 9, 



2000. 



Please amend claims 1 and 2 as follows: 

1 (Amended) . use in a [A] papermaking machine 

^-V-. A ^ - - .1-, ^ ^ ^ ^ +- o r» ^iT) r~ 

paper sheet a m na a p.-iu.n in ti.e c . 

o, c »t- ... in parallel, -y wt-. p^H relation to a surface of the 
, naoer trans porting belt comprising a base layer and a 
resin layer overlying or underlying the base layer when the 
papermaking belt is mounted on a papermaking machine, the 
resin layer having a middle part and opposite side edge parts, 
wherein the thickness of the opposite side edge parts of the 
resin layer is smaller than that of the middle part thereof. 
^^^^ of the belt i s _prevented_by 





.. _ 4- „ i *-i,^>-m^1 r-^n t- 7- a r- 1- i nn hpfv/non the DclSC 

suppressing giner. e u.UcU: L " C1 " 1 "^ — ^nv^^- — _ 



laver and the resin laye r 



2 (Amended) . Fnr use in a [A] papermaking machine 

having at least one pa n ^r transporting belt f or trans porting a 
oaner sheet along a P ^th in the machine wherein the paper 
shPP f is in parallel, juxtapose d re lat i on to a surface of the 
belt, a par^r transporting belt comprising a base layer having 
opposite surfaces, a thin resin layer formed on one of the 
surfaces of the base layer and a thick resin layer formed on 
the other surface of the base layer, the thick resin layer 
having a middle part and opposite side edge parts, wherein the 
thickness of the opposite side edge parts of the thick resin 
layer is smaller than that of the middle part thereof , whereby 
mrlino of ^Hp edges nf the belt is prevent ed b y suppressing 
differential thermal contra c tion between the base layer and 
the resin laver . 



Please add the following new claims: 

3. A papermaking belt according to claim 1, wherein 
said belt is a belt from the group consisting of shoe press 
belts and transfer belts. 

4. A papermaking belt according to claim 2, wherein 
said belt is a belt from the group consisting of shoe press 
belts and transfer belts. 

5. A papermaking machine having at least one belt for 
transporting a paper sheet along a path in the machine wherein 

^v,--*- ^ c. a ~ n,r ? iipi iuxt-aposed relation to a 
tne paper shetju is j.h ^^j-cx^^^^i -j ^ ~ ~ ^ - 
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surface of the belt, the belt comprising a base layer and a 
resin layer overlying or underlying the base layer when the 
papermaking belt is mounted on a papermaking machine, the 
resin layer having a middle part and opposite side edge parts, 
wherein the thickness of the opposite side edge parts of the 
resin layer is smaller than that of the middle part thereof, 
whereby curling of side edges of the belt is prevented by 
suppressing differential thermal contraction between the base 
layer and the resin layer. 

6. A papermaking machine according to claim 5, wherein 
said belt is a belt from the group consisting of shoe press 
belts and transfer belts. 

7. A papermaking machine according to claim 5, in which 
the papermaking machine includes rollers having cylindrical 
surfaces over which the belt travels, and in which the belt 
has opposite parallel surfaces, one of which contacts the 
cylindrical surfaces of the rollers over its entire width. 

8 A papermaking machine having at least one belt for 
transporting a paper sheet along a path in the machine wherein 
the paper sheet is in parallel, juxtaposed relation to a 
surface of the belt, the belt comprising a base layer having 
opposite surfaces, a thin resin layer formed on one of the 
surfaces of the base layer and a thick resin layer formed on 
the other surface of the base layer, the thick resin layer 
having a middle part and opposite side edge parts, wherein the 
thickness of the opposite side edge parts of the thick resin 
layer is smaller than that of the middle part thereof, whereby 
curling of side edges of the belt is prevented by suppressing 
differential thermal contraction between the base layer and 
the thick resin layer. 
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9. A papermaking machine according to claim 8, wherein 
said belt is a belt from the group consisting of shoe press 
belts and transfer belts. 

10. A papermaking machine according to claim 8, in which 
the papermaking machine includes' rollers having cylindrical 
surfaces over which the belt travels, and in which the belt 
has opposite parallel surfaces, one of which contacts the 
cylindrical surfaces of the rollers over its entire wxdth. 



REMARKS 



As the Examiner has pointed out, conventional V-belts, 
such as those exemplified by Stanhope and Kawashima et al . are 
tapered and therefore correspond literally to the structural 
language of original claims 1 and 2 . These V-belts are power 
transmission belts for transferring power from one rotating 
pulley to another in a belt which is narrower than a flat belt 
having a similar power-transmitting capability. 

The reasons underlying the use of V-belts in power 
transmission do not exist in the shoe-press belts and transfer 
K e -.f C „f papermaking machines. Moreover, the problem 
addressedVy this invention, curling of edges of a belt due to 
differential contraction of its several layers, has not been a 
problem in V-belts for power transmission. For this reason, 
the Applicants' invention, as set forth in the amended and new 
claims, is neither anticipated nor shown to have been obvious 
by the cited art. 
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In the original claim-/ Ult 
belt » if interpreted broadly, could have been read upon a V- 
belt used for driving one or more of the rollers of a 
papering machine. The language of claims 1 and 2 has been 
amended to recite positively that the claimed belt is. paper 
transporting belt" "for use in a papermaking machine, 
language clearly distinguishes Applicant's belt from a power 
transmission V-b.lt that might be used in a papermaking 
machine, for example, to drive one or more of the rollers. 

Claims 1 and 2, have also been amended to define the 
invention more fully in other respect's. "whereby" clauses 
have been added, referring to suppression of curling, to 
emphasize an important distinction between the Applicants s 
belts and the V-belts of the prior art. Claims 1 and 2 have 
also been amended to define the invention more fully by 
reciting that the papermaking machine in which the claimed 
paper transporting belt is to be used has "at least one paper 
transporting sheet for transporting a paper sheet along a path 
in the machine wherein the paper sheet is in parallel, 
juxtaposed relation to a surface of the belt." 

New dependent claims 3 and 4 further distinguish the 
invention from the prior art by reciting that the belt is a 

, ^ ~>--~- v, 0 i +- a transfer belt. 

New independent claims 5 and 8 positively recite the 
papermaking machine as part of the claimed cognation the 
fact that the belt transports a paper sheet, and the fact tha. 
the paper sheet is in parallel, juxtaposed relation to a 
surface of the belt. These claims are submitted to be 
patentable for the same reasons as advanced above in support 
of claims 1 and 2. 
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New dependent claims 



ctnu 



die 



JL I I L J.. 1C11 



-1_ O. -V. j. i. t 



4 . 



Finally, new dependent claims 7 and 10 add a further 
distinction, namely, that the belt has opposite parallel 
surfaces, one of which contacts the cylindrical surfaces of 
the rollers over its entire width! In a V-belt power 
transmission, the pulleys are contacted only by tapered side 
surfaces of the belt. If the belt has a flat inner face, it 
is spaced from the bottom of the groove of the pulley in order 
to insure contact between the belt and the pulley only at the 
sides of the belt. 

For the reasons given above, and in view of the 
amendments, it is submitted that claims 1-10 should be found 
allowable. Favorable reconsideration and the issuance of a 
notice of allowance are respectfully requested. 



Respectfully submitted, 
HOWSON & HOWSON 



By 





rge A. Smith, 
'eg. No. 24,4 42 
Howson & Howson 
Box 457 

Spring House, PA 194// 
Telephone: 215 540 9200 
Facsimile: 215 540 5818 
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S / G BELTS AND PULLEYS 



be rotated ot least one turn to seat the belt or they may be rotated continuously at 
slow speed. The belt length is checked by the center-to-center distance of the 
pulleys on the fixture with a tolerance of plus or minus inch. The original 
center-to-center distance on the fixture is determined by using an original sample 
belt of correct length. Belts are specified and marked by the S.A.E. size number 
and the ccntcr-to-ccnter distance in inches between the pulleys as established with 
this standard testing or checking fixture. 

V-Belts for Industrial Applications. — The five common sizes of V-belts used 
for miscellaneous industrial applications include both smaller and larger sizes than 
those in the S.A.E. standard; moreover, the widths and thicknesses of industrial 
V-belts differ more or le-s from those conforming to the S.A.E. standard. The sizes 
of industrial V-U-lts are commonly designated by the letters A, B, C, D and E, or 
by the use of these letters in conjunction with the belt width at the top and its thick- 
ness. For example, >i/.e A. 1 v by J ^2 inch. The first dimension indicates the width 
at the top and the la-t one the belt thickness. The proportions of each of these 



S.A.E. Standard V-Belts and Pulleys 




V, /y S s 




RAD. 



Sides of groove must be free of tool marks and rough spots, 



S.A.E. 
Belt Size 

and 
Nominal 
Top Width. 

J. 1 ; C - v 



Nominal 

Belt 
Thick- 
ness, 



Outside Diameter of Pulley, 
zho.cic Inch 



l 



Pulley Groove Dimensions 



TopWidth 
IF, Inch 

-be. CIO 



Angle A 
-4- } *\ Dcfi. 



Depth D, 
Min. 

i n c r 1 





; ^ s ami larger 


0 
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•In designing V-belt drives, these small-diameter pullevs should be used only i*> 
extreme cases because they reduce the power-transmitting capacity and belt life 



